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DETAILED ACTION 
Response to Amendment 

1 . This Office Action is in response to Amendment filed on 03/1 7/201 1 . Claims 28, 
29, 32 and 33-39 are still pending. This action is made Final. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 28, 29 and 33-38 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Lynch (US 5,761,618; previously cited). 

Regarding claim 28, Lynch discloses a method for user equipment (fig. 7, 101) 
for a mobile communication system (fig. 7 and col. 1 3, lines 21 -37) comprising: 

receiving a message on said user equipment including a first list including a 
plurality of network identifiers ("downloading an updated preferred SID list to subscriber 
units" see col. 16, lines 21-46) corresponding to a plurality of available networks 
available for a potential handover ("The SIDs available for hand-off would be selected 
and stored" see col. 12, lines 1-5, and Col. 8, lines 40-41 , "Another example is found in 
hand-off situation," note that the SID can be transmitted in handoff or potential handoff 
situations), 
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said receiving from a current active communication network while a call subject 
to a potential handover, is in progress (Col. 8, lines 40-41, "hand-off situations," Col. 19, 
lines 25-43, "download SID list when incoming communication," "after communication 
has began," "complete a call to the mobile subscriber unit, informing that unit that the 
SID table is being downloaded through a voice channel" see col. 16, lines 21-46); and 

selecting one network of the plurality of available networks to which the user 
equipment hands over based upon a comparing of said first list with a second list stored 
in the user equipment ("The received SIDs would be compared to the stored preferred 
SID list to determine if a preferred SID was available for hand-off' see col. 12, lines 1-5), 

wherein said current active communication network signals one or more of the 
plurality of network identifiers ("downloading an updated preferred SID list to subscriber 
units" see col. 16, lines 21-46) corresponding to the plurality of available networks for 
the potential handover ("The SIDs available for hand-off would be selected and stored" 
see col. 12, lines 1-5), and said receiving of said message occurs without said user 
equipment searching any communication network ("the current version number is 
broadcast over the FOCC" see col. 16, lines 21-46). 

Regarding claim 29, Lynch discloses User equipment (fig. 7, 101) for a mobile 
communication network (fig. 7 and col. 13, lines 21-37) comprising: 

means for receiving a message that includes a first list including a plurality of 
network identifiers ("downloading an updated preferred SID list to subscriber units" see 
col. 16, lines 21-46) corresponding to a plurality of available networks for a potential 
handover ("The SIDs available for hand-off would be selected and stored" see col. 12, 
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lines 1 -5 and Col. 8, lines 40-41 , "Another example is found in hand-off situation," note 
that the SID can be transmitted in handoff or potential handoff situation), from a current 
active the communication network while a call, subject to a potential handover, is in 
progress ( Col. 8, lines 40-41, "hand-off situations," Col. 19, lines 25-43, "download SID 
list when incoming communication," "after communication has began," "complete a call 
to the mobile subscriber unit, informing that unit that the SID table is being downloaded 
through a voice channel" see col. 16, lines 21-46); and 

means for selecting one network of the plurality of available networks to which 
the user equipment hands over based on a comparing of said first list with a second list 
stored in the user equipment ("The received SIDs would be compared to the stored 
preferred SID list to determine if a preferred SID was available for hand-off' see col. 12, 
lines 1-5), wherein said current active communication network signals one or more of 
the plurality of network identifiers ("downloading an updated preferred SID list to 
subscriber units" see col. 16, lines 21-46) corresponding to the plurality of available 
networks for the potential handover ("The SIDs available for hand-off would be selected 
and stored" see col. 12, lines 1-5), and said receiving of said message occurs without 
said user equipment searching any communication network ("the current version 
number is broadcast over the FOCC" see col. 1 6, lines 21-46). 

Regarding claim 33, Lynch discloses user equipment (fig. 7, 101) for a mobile 
communication network (fig. 7 and col. 13, lines 21-37) comprising: 
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a receiver for receiving a message that includes a first list of a plurality of network 
identifiers ("downloading an updated preferred SID list to subscriber units" see col. 16, 
lines 21-46) corresponding to a plurality of available networks for a potential handover 
("The SIDs available for hand-off would be selected and stored" see col. 12, lines 1-5), 
from a current active communication network while a call subject to potential handover 
is in progress ( Col. 8, lines 40-41, "hand-off situations," Col. 19, lines 25-43, "download 
SID list when incoming communication," "after communication has began," 

"complete a call to the mobile subscriber unit, informing that unit that the SID 
table is being downloaded through a voice channel" see col. 16, lines 21-46); and 

a selector for selecting one network of the plurality of available networks to which 
the user equipment hands over based on a comparing of said first list with a second list 
stored in the user equipment ("The received SIDs would be compared to the stored 
preferred SID list to determine if a preferred SID was available for hand-off' see col. 12, 
lines 1-5) wherein said current active communication network signals one or more of the 
plurality of network identifiers ("downloading an updated preferred SID list to subscriber 
units" see col. 16, lines 21-46) corresponding to the plurality of available networks for 
the potential handover ("The SIDs available for hand-off would be selected and stored" 
see col. 12, lines 1-5), and said receiver receives said message without said user 
equipment searching any communication network ("the current version number is 
broadcast over the FOCC" see col. 16, lines 21-46). 
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Regarding claim 34, Lynch discloses the method for user equipment for a mobile 
communication system according to claim 28, wherein said message is a dedicated 
message ("downloading an updated preferred SID list to subscriber units" see col. 16, 
lines 21-46) for signaling available networks for handover ("complete a call to the mobile 
subscriber unit, informing that unit that the SID table is being downloaded through a 
voice channel" see col. 16, lines 21-46. A lso see Col. 8, lines 40-41 , "hand-off 
situations," Col. 19, lines 25-43, "download SID list when incoming communication," 
"after communication has began," ). 

Regarding claim 35, Lynch discloses the method for user equipment for a mobile 
communication system according to claim 34, wherein said message is periodically 
transmitted by said current active network without a specific request (see Col. 8, lines 
19-22, "periodically thereafter", and see Col. 17, lines 61-63, "download can take place 
periodically," col. 16, lines 21-46 "the current version number is broadcast over the 
FOCC"). 

Regarding claim 36, Lynch discloses the method for user equipment for a mobile 
communication system according to claim 28, further comprising the step of: storing 
said first list in said user equipment ("downloading an updated preferred SID list to 
subscriber units" see col. 16, lines 21-46). 
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Regarding claim 37, Lynch discloses the method for user equipment for a mobile 
communication system according to claim 34, wherein said message includes a special 
identifier indicating that said message contains a list of available networks for handover 
("the current version number is broadcast over the FOCC" see col. 16, lines 21-46). 

Regarding claim 38, Lynch discloses the method for user equipment for a mobile 
communication system according to claim 36, further comprising the step of: receiving, 
by the user equipment, a second message including at least one network identifier 
corresponding to a network that is to be deleted from the first list ("set to "zero" for a 
deletion from the SID list stored in the mobile subscriber unit" see col. 16, lines 21-46). 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lynch in 
view of Daly (US 6,122,503; previously cited) and further in view of I (US 6,088,335; 
newly cited). 

Regarding claim 32, Lynch discloses a mobile communications network or 
component (fig. 7 and col. 13, lines 21-37) thereof including: 



Application/Control Number: 09/589,217 Page 8 

Art Unit: 2617 

means for receiving by a user equipment (fig. 7, 101) a message that includes a 
first list including a plurality of network identifiers ("downloading an updated preferred 
SID list to subscriber units" see col. 16, lines 21-46) corresponding to a plurality of 
available networks for a potential handover (see Col. 12, lines 2-9, 'SIDs available for 
hand-off," Also see Col. 8, lines 40-41 , "Another example is found in hand-off situation," 
note that the SID can be transmitted in handoff or potential handoff situations. "The 
SIDs available for hand-off would be selected and stored" see col. 12, lines 1-5), from a 
current active communication network while a call subject to potential handover is in 
progress ( Col. 8, lines 40-41, "hand-off situations," Col. 19, lines 25-43, "download SID 
list when incoming communication," "after communication has began," Col. 12, lines 2- 
9, "SIDs available for hand-off," Also see col. 16, lines 21-46 "complete a call to the 
mobile subscriber unit, informing that unit that the SID table is being downloaded 
through a voice channel"); 

means for selecting one network of a plurality of networks to which the user 
equipment hands over based upon a comparing of said first list with a second list stored 
in the user equipment ("The received SIDs would be compared to the stored preferred 
SID list to determine if a preferred SID was available for hand-off' see col. 12, lines 1-5); 

means for receiving from user equipment communicating with the current active 
network an indication of a preferred other network ("a mobile subscriber unit sends a 
code" see col. 16, lines 21-46); and 

wherein said current active communication network signals one or more of the 
plurality of network identifiers ("downloading an updated preferred SID list to subscriber 
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units" see col. 16, lines 21-46) corresponding to the plurality of available networks for 
the potential handover ("The SIDs available for hand-off would be selected and stored" 
see col. 12, lines 1-5), and said receiving of said message occurs without said user 
equipment searching any communication network ("the current version number is 
broadcast over the FOCC" see col. 16, lines 21-46). 

But, Lynch does not particularly show said second list including at least one 
network identifier corresponding to a network that is never to be used. However in 
analogous art, Daly teaches the at least one network identifier in the list being an 
identifier of a network that is never to be used ("forbidden" see col. 8, lines 15-27); 
therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the user equipment of Lynch as taught by Daly in order to 
"control the intelligent roaming function" of the user equipment since the intelligent 
roaming is "a process that a mobile station or phone goes through to assure that it is 
receiving the best service possible regardless of the location that the phone is in" (see 
col. 1, lines 20-25 and col. 8, lines 13-15). 

But, Lynch and Daly do not particularly show means for supplying neighboring 
cell information for the preferred other network based on the indication. However in 
analogous art, I teaches means for supplying neighboring cell information for the 
preferred other network based on the indication ("base stations of cells in its neighbor 
list... indicate to the base station (e.g., BS1) the interference levels that that mobile 
would generate at neighboring base stations (e.g., BS2)" see col. 7, lines 44-63); 
therefore, it would have been obvious to one of ordinary skill in the art at the time the 



Application/Control Number: 09/589,21 7 Page 1 0 

Art Unit: 2617 

invention was made to modify the user equipment of Lynch and Daly as taught by I for 
purpose of providing the future cell information which would helps the handoff process 
more reliable and efficient. 

Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lynch in 
view of Hicks (US 6,026300). 

Referring to claim 39, Lynch discloses the method for user equipment for a 
mobile communication system according to claim 28, and further discloses comparing 
the received first list with a second list stored in the user equipment (abstract and Col. 
16, lines 22-52, "compared to to a preferred SID list"). 

Lynch does not specifically disclose the second list includes at least one network 
identifier being an identifier of a network that is never to be used. 

However, in the same field of endeavor, Hicks teaches this concept (see Col. 3, 
lines 45-65, " various service providers are classified as either a Home SP, a Partner 
SP, a Favorite SP, a Neutral SP, or a forbidden SP based on service provider data 
stored in the mobile station 16. In general, a list of System ID'S (SID) and System 
Operator Codes (SOC) that correspond to the differing levels of service are stored in the 
mobile station 16. The service provider SID and/or SOC is broadcast on the control 
channel. On a DCCH, the SID and possibly an SOC are broadcast. On analog control 
channels, only the SID is broadcast"). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the user equipment of Lynch in the format claimed, for 
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purpose of preventing costly and expensive networks and thus providing a cost efficient 
handoff. 

Response to Arguments 

6. Although the applicant has amended the independent claims that would require 
new grounds of rejection, the examiner has addressed applicant's arguments to make 
the rejection clear and eliminate any doubts that the cited prior art teach claimed 
limitations. 

7. Applicant's arguments have been fully considered but they are not persuasive. 

In response to arguments that "Lynch fails to teach receiving a message on said 
user equipment including a first list including a plurality of network identifiers 
corresponding to a plurality of available networks for a potential handover, said 
receiving from a current active communication network while a call subject to a potential 
handover is in progress," the examiner respectfully disagrees and asserts that Lynch 
clearly teaches the limitation, "receiving a message on said user equipment including a 
first list including a plurality of network identifiers," col. 16, lines 21-46, which recites 
("downloading an updated preferred SID list to subscriber units"). Lunch teaches the 
limitation, "corresponding to a plurality of available networks for a potential handover," in 
Col. 12 lines 2-9, which recites ("The SIDs available for hand-off would be selected and 
stored"). Further, Lunch teaches the limitation, "receiving from a current active 
communication network while a call subject to a potential handover is in progress," in 
Col. 12, lines 2-9 and Col. 19, lines 25-40, which recite that ("The time and 
circumstances during which preferred SID list download may take place is not limited," 
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"download a SID list when incoming communication is being established," "SID list 
downloaded into a subscriber unit handset after communication ha begun"). 

In response to arguments that, "Notably, Lynch teach downloading a list of 
updated preferred SID. See Col. 16, lines 

21-46. This is not a list of available networks. An available network is not necessarily 
preferred. Accordingly, for this reason alone, Lynch fails to anticipate the claimed 
invention," the examiner respectfully disagrees. The examiner asserts that Lynch 
teaches both "available" and "preferred" networks. Lynch further teaches that the the 
two lists are compared. See Col. 12, lines 2-9, "the SIDs available." 

In response to arguments that, "Furthermore, while Lynch teaches that the 
system will complete a call to the mobile subscriber unit informing that unit that the SID 
table is being downloaded through a voice channel; the call is not a call subject to a 
potential handover. In Lynch, the call is part of the updating protocol. It is a special or 
dedicated call. Lynch states that the network 'complete[s] a call to the mobile subscriber 
unit informing that the SID table is being downloaded through a voice channel. In fact, a 
regular call, i.e., call subject to a potential handover, would not be able 
to be made during the updating since the channels are used by the updating, one for 
the downloading and the other for the notification," the examiner respectfully disagrees. 
As an preliminary matter, the examiner asserts that the download of the list through a 
voice call does not constitute that the call couldn't be in progress because an artesian 
would understand that while a voice call is in progress, the voice call can still deliver 
other control signals. Further, Lynch clearly teaches the SID list can be downloaded at 
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any time, e.g., while idle, while receiving a call and while a call is in progress (see Col. 
12, lines 2-9 and Col. 19, lines 25-40, "The time and circumstances during which 
preferred SID list is downloaded ... is not limited ... download SID list when incoming 
communication." Further, based on a broad interpretation of the claimed limitation, the 
"call subject to handover," is any call because an artesian would understand that any 
call is subject to "potential" handover. Especially, the limitation, "potential" make the 
limitation broad such that even if there was no mention of handover in Lynch, Lynch 
could still read on it. But Lynch clearly recites the SIDs for hand-off in Co. 12, lines 2-9. 
Lynch further teaches, in Col. 8, lines 40-41, "Another example is found in hand-off 
situation," which implies that the SID is transmitted in handoff or potential handoff 
situations. Thus, based on a broad interpretation of the claimed limitations, Lynch reads 
on the above noted limitations. 

In response to arguments that, "Notably, Lynch explicitly states that the overhead 
message can be used to direct subscriber units to tune to another frequency capable of 
handling the data content of the updated preferred SID list of download. In fact, Lynch 
states: [o]ne technique for carrying out the updated preferred SID list download to 
subscriber units would be to send the update information as part of the normal overhead 
message that all mobile units receive during their normal operation. However, this 
technique would require changes in the cellular industry standards. 
This is a long and involved process and may not be considered 
feasible for the near future. Col. 15, lines 40-49. This suggests that Lynch does not 
download the list during a call subject to a potential hand over, but rather the download 
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occurs when the mobile equipment is idle (other than receiving the notification of the 
download). In fact, Lynch explicitly teaches away even from having the download during 
normal overhead messaging. This would also teach away from having the download 
during normal messaging, i.e., a call subject to a potential handover," the examiner 
respectfully disagrees. 

The examiner asserts that above recitation of Lynch by the applicant has nothing 
to do with Lynch not downloading the list during a call subject to a potential hand over 
the examiner asserts that Lynch teaches that "the SID is part of the overhead message 
that is sent to the mobile subscriber unit when it is powered up, and periodically 
thereafter." See Col. 8, lines 19-22. Thus, an artesian would understand that the SID 
download happens during a communication session and also at idle time. The 
examiner further asserts that, Contrary to applicant's above assertion, Lynch teaches 
that the SID list downloading happens under any circumstances including during the 
time when a call is in progress (see Col. Col. 19, lines 25-40). Lynch further teaches 
that the SID list is downloaded for a hand-off (see Col. 12, lines 2-9). With regards to 
teaching away, the examiner respectfully disagrees. Lynch's teachings that the SID list 
can be down loaded under any circumstances including when a call is in progress or 
when the phone is idle, does not constitute teaching away. However, Lynch does 
explain the additional steps and procedures that would be required during the 
downloading of the SID list while a communication is in progress. An artesian would 
understand that additional procedures required for downloading while a communication 
is in progress would not constitute teaching away. 
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In response to applicant's arguments with respect to claim 35 that Lynch does 
not disclose, "wherein said message is periodically transmitted by said current active 
network without a specific request," the examiner respectfully disagrees and asserts 
that Lynch clearly teaches the above claimed limitation in Col. 8, lines 19-22, "mobile 
subscriber unit when it is powered up, and periodically thereafter" downloads the SID 
list (see Col. 8, lines 19-22). The examiner further asserts that an artesian would 
understand that a periodic function would conventionally happen without any "specific" 
request. Thus, Lynch clearly teaches the claimed limitation. 



Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fred A. Casca whose telephone number is (571) 272- 
7918. The examiner can normally be reached on Monday through Friday from 9 to 5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Edouard, can be reached at (571) 272-7603. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Fred A. Casca/ 
Examiner, Art Unit 2617 
/Patrick N. Edouard/ 

Supervisory Patent Examiner, Art Unit 2617 



